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REMARKS 

By this amendment, currently amended independent claim 6 incorporates the 
features of cancelled dependent claim 7. The 35 U.S.C. §1 02(b) rejection of claim 6 
over Akram (U.S. Patent No. 5,483,741) is therefore obviated. Applicant respectfully 
traverses the 35 U.S.C. §1 03(a) rejection of cancelled claim 7 over Akram in view of Jin 
(U.S. Patent No. 7,112,974), which now applies to currently amended claim 6. 

The Office Action alleges that Akram discloses all of the elements of amended 
claim 6 except for a plurality of conductive materials buried in the contact portion and 
made of a material harder than the contact portion. However, the Office Action relies on 
Jin to allegedly disclose conductive materials buried in the contract portion and made of 
a material harder than the contact portion. 

Akram, in col. 5, lines 47-57, discloses that element 43, cited by the Examiner as 
allegedly corresponding to the plurality of conductive materials recited in amended claim 
6, is an apex group projecting from a substrate surface formed by selectively etching the 
substrate. Akram further discloses that the apex group is covered in various insulating 
and conductive layers, e.g. in Figs. 10-14. Akram discloses a contiguous series of 
projections, made of the same material that they project from. In contrast, amended 
claim 6 recites a plurality of conductive materials, buried in the contact portion and 
made of a material harder than the contact portion, each of which has a tip portion 
which projects from the contact surface of the contact portion. Akram does not disclose 
or suggest such a structure, wherein the projections are formed from discrete pieces of 
a hard material buried in the contact portion. 
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Jin discloses, in Fig. 1C and column 3, line 24 through column 4, line 45, a probe 
with a hardening component. Jin discloses, in col. 3, lines 33-34, that the hardening 
component is attached to the surface of the probe by an adhesive. In contrast, 
amended claim 6 recites a plurality of conductive materials that are buried in the contact 
portion. Jin does not disclose or suggest that the hardening component is buried in the 
contact portion. 

Jin, in col 3. lines 38-40, discloses that the hardening component may be coated 
with a conductive coating because it may not be electrically conductive. In contrast, 
amended claim 6 recites a plurality of conductive materials. The hardening component 
of Jin is not disclosed or suggested to be conductive. If it were intended to be 
conductive, it would not require a conductive coating. Even though Jin states that the 
conductive coating "may be deposited", and the hardening material "may not be 
conductive," Jin does not disclose any variants where the hardening material is 
conductive or the coating is not deposited. The only hardening material disclosed by 
Jin, diamond, is valued as an insulator, for having very high electrical resistivity unless it 
is specifically formulated not to. See, for example, Mark A. Prelas et al., 
Handbook of Industrial Diamonds and Diamond Films, pg 1 044, attached. Jin does 
not disclose that the hardening component is "conductive" or "doped" diamond, and 
therefore one of ordinary skill in the art would understand that Jin discloses only natural, 
non-conductive diamond. 

Jin discloses a structure, shown in Fig. 1C, that is a probe coated in a layer of 
non-conductive hardening material, further coated in a layer of conductive coating. Jin 
discloses, in col. 4 lines 27-30, that the entire probe structure penetrates an oxide layer. 
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Therefore, each particle of the hardening component does not penetrate the oxide layer 
individually. In contrast, amended claim 6 recites that each of the conductive materials 
has a tip portion projecting from the surface, and that these separate tip portions 
penetrate an oxide layer. Jin does not disclose or suggest a hardening component 
which projects from the surface of the contact portion of the probe in order to 
individually penetrate an oxide layer. 

In summary, Akram discloses a structure, made from a single material, having a 
series of projections. Jin discloses a probe with a layer of hardening material. Neither 
Akram nor Jin disclose or suggest a plurality of conductive materials, buried in the 
contact portion of a probe, made of a material harder than the contact portion, each of 
which has a tip portion projecting from the surface that penetrates an oxide layer, as 
recited in amended claim 6. Therefore, because the cited references together fail to 
disclose or suggest all of the elements of amended claim 6, no prima facie case of 
obviousness is established. Claim 8, which depends from claim 6, is also not obvious in 
view of the cited references for at least the reasons stated. 

In view of the foregoing remarks, Applicant submits that the claims, as amended, 
are neither anticipated nor rendered obvious in view of the prior art references cited 
against this application. Applicant submits that the proposed amendment of claim 6 
does not raise new issues or necessitate the undertaking of any additional search of the 
art by the Examiner, since all of the claimed elements and their claimed relationships 
were earlier claimed. This Amendment should allow for immediate action by the 
Examiner. Applicant therefore requests the entry of this Amendment, the Examiner's 
reconsideration of the application, and the timely allowance of the pending claims. 
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Finally, Applicant submits that the entry of this Amendment would place the application 
in better form for appeal, should the Examiner dispute the patentability of the pending 
claims. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 

Dated: August 1 8, 2009 Bv: /David W. Hill/ 

David W. Hill 
Reg. No. 28,220 
(202) 408-4000 
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2. Device Quality Diamond 
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Figure 1 
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